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DETAILED ACTION 
Status of Claims 

1 . Claims 2 and 4-6 are pending in tliis application. Claims 1 and 3 have been 
cancelled. This action is in response to the applicants' amendment after a non-final 
action and reply filed on July 14, 2008. 

Withdrawn Rejections/Objections: 

2. Applicant is notified that any outstanding rejection/objection that is not expressly 
maintained in this office action has been withdrawn or rendered moot in view of 
applicant's amendments and/or remarks. 

Claim Objections and Claim Rejections - 35 USC § 102 

3. Claim 2 remains rejected under 35 U.S.C. 102(b) as being anticipated by 
Matsuhisa, et. al., WO2001 060803. Table 24 of the prior art shows the following: 
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The specification defines Pyr as 2-pyrazinyl. It can clearly be seen that 
compound #75 is the same as the compound described in Claim 1 . The applicants 
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have argued that both the claim objection and the 102(b) rejection should be removed 
because the prior art claims do not contain all of the claim limitations of the present 
application. However, when one looks at the claim limitations, one skilled in the art 
would see that the "limitations" are merely a recitation of the physical data of the 
compound or composition. Physical solid state properties of a compound are just that, 
properties. An X-Ray diffraction pattern or a differential scanning calorimeter (DSC) 
analysis are considered "physical properties" of a crystal and thus are inherent features 
of the crystal. According to M.P.E.P. 2112: 
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Appliants are correct that the Matsuhisa, et. al. document does not discuss these 
properties. However, this does not mean it is a new or novel property. It is simply a 
property that was not discussed or demonstrated. These terms are physical properties 
and therefore are considered inherent properties. 
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Here a compound was synthesized in the prior art as compound #75. The prior 
art is silent as to its X-Ray diffraction pattern or DSC analysis but as these properties 
being inherent cannot make the old compound "patentably new." Claim 2 is rejected on 
this basis and claims 4-6 are objected to be as being substantial duplicates of claim 2. 
In addition, Claim 2 has two periods at the end of the claim, one must be deleted. 
Applicants arguments are not found persuasive. The rejection is maintained. 

Conclusion 

4. Claim 2 are rejected. 

5. Claims 4-6 are objected. 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey H. Murray whose telephone number is 571-272- 
9023. The examiner can normally be reached on Mon.-Thurs. 7:30-6pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisors, James O. Wilson can be reached at 571-272-0661 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated Information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
/Jeffrey H Murray/ /James O. Wilson/ 

Examiner, Art Unit 1624 Supervisory Patent Examiner, Art Unit 1624 



